TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed May 17, 1994. According
to appellant, this application is a continuation of
Application 07/722,720 filed June 27, 1991.
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This is an appeal fromthe final rejection of Cains
5-24, which constitute all the clainms remaining in the
appl i cation.

Claimb5 reads as foll ows:

5. A nmethod of resynchronizing first and second
nodes of a conmuni cations network foll ow ng recovery froma
failure at the first node, one of said nodes transmtting
nessages to the other of said nodes over a first route between
said nodes in accordance with status information regarding
nessages previously transmtted over said route between said
nodes, said nmethod conprising the steps of:

sending a request fromsaid first node to said
second node over a second route between said nodes for said
status information regardi ng said nessages previously
transmtted over said first route;

in response to said request, sending said status
information from said second node to said first node over said
second route; and

resum ng nessage transm ssions between sai d nodes

over said first route in accordance with said status
information sent to said first node over said second route.

The Exami ner’s Answer cites the following prior art:

Morten et al. (Mrten) 5,021, 949 Jun. 4,
1991
Mot | es 5,095, 444 Mar. 10,
1992
Bri ght wel | 5, 265, 103 Nov. 23,
1993
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OPI NI ON
Cains 5-12, 14-21 and 23-24 stand rejected under 35
U S.C. 8§ 103 as unpatentable over Brightwell in view of
Mtles. Cains 13 and 22 stand rejected under 35 U S.C. § 103
as unpatentabl e over Brightwell in view of Mtles and further
in view of Mrten.
W reverse for the reasons given by Appell ants,

anplified as foll ows.

The exam ner’s statenment of the rejection does not
address all of the claimlimtations. |In particular, it does
not address the penultimate Iimtation that the resuned
nessage transm ssion takes place “over said first route.” For
this reason al one, we would have to reverse.

Even after this recitati on was argued by appel |l ant
in the Appeal Brief, the examner did not directly address it.
In fact, the exam ner truncates Claim5 so as to exclude the
recitation. Examner’s Answer at 7.

The exam ner contends generally that Brightwel

“suggests the use of the alternate route, col. 6, |lines 19-
22.” Examiner’s Answer at 8. W are uncertain what the
exam ner nmeans by “the use of the alternate route.” In any
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event, the cited passage fromBrightwell states that “the
systemmay switch to an alternative network to retransmt the
messages.” Colum 6, lines 19-22. That is the opposite of
the clained invention, in which an alternative network is used
to exchange only status information and the systemthen
switches back to the original route to resune nessage
transm ssi on.

The nere fact that the prior art may be nodified in
t he manner suggested by the exam ner does not nmake the
nodi ficati on obvious unless the prior art suggested the

desirability of the

nodi fication. In re Fritch, 972 F.2d 1260, 1266 n.14, 23
UsPQ2d 1780, 1783-84 n.14 (Fed. GCr. 1992). In the present
case, the exam ner does not identify how the prior art
suggested the desirability of nodifying Brightwell to use an
alternative path to exchange only status information about the
original path and then switch back to the original route to
resune nessage transm ssion as cl ai ned.

The deficiency in the examner’s reliance on

Brightwell is not renedied by the exanmi ner’s application of
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Motl es or Morten. Because the exam ner has not stated a prina

faci e case of obviousness, we will not sustain the rejections.

CONCLUSI ON

The rejections are not sustained.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JAMES T. CARM CHAEL
Adm ni strative Patent Judge
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